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Application/Control Number: 09/5 10,913 Page 2 

Art Unit: 3672 

DETAILED ACTION 
Claim Objections 

1 . Claims 20 and 22 are objected to because of the following informalities: claim 20 
depends from a cancelled claim, although I will assume that claim 20 was meant to depend from 
claim 4 in accordance with the amendment to claim 19; and in claim 22, the word —the— should 
be placed between "wherein" and "non-" in line 3. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. Claims 6, 12-15, and 22-27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US patent 3,050,121 to Garrett et al. 

It must first be acknowledged that upon becoming aware of this reference, I realized that 
it anticipated the following claims, which had previously been indicated as allowable over the 
cited prior art. Therefore, the allowability of the following claims has been respectfully 
withdrawn. 

Regarding the aforementioned claims, Garrett et al disclose an apparatus comprising a 
solid tubular 1 1 that has an external seal 128a (shared by both tubulars), the solid tubular is 
coupled to a perforated tubular 1 lb at connector 126, wherein a portion of the solid tubular 
overlaps a portion of the perforated tubular so that the inside diameters of the non-overlapping 
portions are equal, and further wherein a shoe is coupled to the bottom of the perforated tubular 
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(see Figs. 7A-B and col. 13, lines 46-73). It is also disclosed in the figures that the tubulars have 
thin-walled portions at least in the areas that overlap, and the tubulars also have thick walled 
portions at 107 and 108 where the two tubulars are not overlapping. 

4. Claims 46-52 are rejected under 35 U.S.C. 102(e) as being anticipated by PCT WO 
99/35368 to Lohbecketal. 

Regarding claim 46, Lohbeck et al disclose a method of forming a wellbore casing 
comprising forming a first tubular member 8 having a first portion comprising a first inside 
diameter and a second portion comprising a second inside diameter, wherein the second inside 
diameter is greater the first inside diameter (see Fig. 1 and page 7, lines 4-7), positioning a 
second tubular member 9 within and in overlapping relation to the second portion of the first 
tubular member, and radially expanding and plastically deforming the overlapping portion of the 
second tubular member into engagement with the second portion of the first tubular member (see 
page 6, lines 26-34). 

Regarding claims 47-50, the cross sections of the first and second tubular members are 
substantially circular, wherein, prior to the plastic deformation, the inside diameter of the second 
tubular member is substantially constant, and wherein, prior to the plastic deformation, the 
outside diameter of the second tubular member is less than the inside diameter of the first portion 
of the first tubular member (see Fig. 1 and page 6, lines 26-34). 

Regarding claims 51-52, after the plastic deformation, the inside diameter of the 
plastically deformed overlapping portion of the second tubular member is equal to the inside 
diameter of the first portion of the first tubular member (see Fig. 1). 
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Claim Rejections - 35 USC § 103 
5. Claims 2, 16, 17, and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US patent 5,957,195 to Bailey et al in view of US patent 5,083,608 to Abdrakhmanov et al (the 
'608 patent). 

Regarding claims 2 and 43, Bailey et al teach a wellbore casing (the patch is used to 
repair casing, and therefore becomes a part of the casing) comprising a tubular member including 
at least one thin wall section 503 at an end of the tubular member and a thick wall section 501 
adjacent to the thin wall section, wherein the thin wall section is not threaded, and wherein the 
thin wall section is adapted to radially expand and plastically deform from intimate contact with 
a thin wall portion 504 of a second tubular 502 when the casing 500 is expand by the collet 
expander, which thereby creates a mono-diameter wellbore casing 500 after expansion (see Figs. 
lOC-E, G, and H; and col. 16, lines 6-25). However, it is not expressly taught that a 
compressible annular member is coupled to each thin wall section or wherein the compressible 
armular member extends to the end of the tubular member. 

The '608 patent teaches a wellbore casing similar to that of Bailey et al. It is further 
taught that a compressible annular member 3 1 is coupled to each thin wall section and wherein 
the compressible armular member extends to the end of the tubular member (see Figs. 5 and 6). 
It would have been obvious to one of ordinary skill in the art, having the teachings of Bailey et al 
and the '608 patent before him at the time the invention was made, to modify the casing taught 
by Bailey et al to include the compressible member of the '608 patent, in order to obtain a sealed 
tubular joint. One would have been motivated to make such a combination since the '608 patent 
has shown it to be notoriously known in the art to use sealing members in between tubular joints 
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so that reliability of the joint is increased (see col. 3, lines 35-38 of the '608 patent). The 
combination also teaches that the outside diameter of the compressible annular member 3 1 is less 
than the outside diameter of the thin wall section. 

Regarding claim 16, the combination applied to claim 2 above teaches that the 
compressible annular member is coupled to an exterior surface of the thin wall section of the 
tubular member (see Figs. 5 and 6 of the '608 patent). 

Regarding claim 17, the thin wall section of the tubular member is inherently plastically 
deformed (see the abstract and col. 1, lines 13-22 of Bailey et al, and col. 5, lines 10-34 of the 
'608 patent). 

6. Claims 53-56 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lohbeck et 
al in view of Bailey et al. 

Lohbeck et al teach the method of claims 46 and 50 that first and second tubular members 
coupled together in an overlapping manner. However, it is not expressly taught that overlapping 
portions of the tubular members have thin walled portions. 

Bailey et al teach a method of forming a wellbore casing similar to that of Lohbeck et al. 
it is further taught that overlapping portions of the tubular members have thin walled portions 
(see Figs. lOC-E, G, and H). It would have been obvious to one of ordinary skill in the art, 
having the teachings of Lohbeck et al and Bailey et al before him at the time the invention was 
made, to modify the casing joints taught by Lohbeck et al to include the thin walled portions of 
Bailey et al, in order to obtain tubular joints that retain the same inner diameter throughout and 
are suitable for radial expansion. One would have been motivated to make such a combination 
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since Bailey et al have shown it to be notoriously known in the art that tubular joints can have 
thin walled sections in the region of the joint to facilitate the connection. 

Allowable Subject Matter 

7. Claims 4, 8, 1 9-2 1 , 28-42, 44, and 45 are allowed. 

Response to Arguments 

8. Applicant's arguments, see pages 31-33, filed April 19, 2006, with respect to claims 4, 
19-21, 34-37, 42, 44, and 45 have been fully considered and are persuasive. The rejections of 
these claims have been withdrawn. 

9. Applicant's arguments filed April 19, 2006 with respect to claims 46-56 (in view of 
Lohbeck) and claims 2, 16, and 17 (in view of Bailey and Abdrakhmanov) have been fully 
considered but they are not persuasive. As stated in the previous Office Action, Lohbeck does 
disclose on page 7, lines 4-7, that the casing sections may be pre-expanded to aid in the 
expansion process, therefore the first tubular member does include a second portion with a larger 
inside diameter. The 103 rejection with Bailey and Abdrakhmanov is still considered valid 
because the claims only call for a wellbore casing with thin- and thick-walled portions, wherein 
the thin-walled portions overlap and create a mono-diameter wellbore casing after expansion. 
The casing patch of Bailey is used to repair casing, and therefore becomes a part of the casing 
and can be considered a wellbore casing because the claims are not so limited that only one 
section of casing could not be used to anticipate, or obviate, the claim. Since the combination 
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casing patch, or simply casing, has all of the structural limitations of the claimed wellbore 
casing, it must still be a valid combination against the claimed invention, 

10. Applicant's arguments v^ith respect to claims 12-15 have been considered but are moot in 
view of the new ground(s) of rejection. 

1 1 . With respect to the IDS's, the IDS for September 10, 2003 was considered and mailed on 
March 15, 2004, the 12 IDS's for May 12, 2005 were considered and mailed on July 21, 2005, 
and the IDS's for December 13, 2005 have been considered and are being mailed herewith. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is 571-272-7026. The 
examiner can normally be reached on Monday - Thursday from 6:30am to 4:00pm. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for impublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Supervisory Patent Examiner 
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